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REMARKS 

Applicant has reviewed the detailed Office Action mailed June 28. 2004, and thanks 
ExaminerOlszewskiforherreviewofthependingclaims. In the Office Action. clain« 1-14 

have been rejected. Claims 1. 4-9, 11-12. and 14 have been amended. Claims 3. 10, and 13 have 
beencanceledandincorporatedintoindependentclaimsl.6.andll,respectively. Nonew 
matter has been added. THus. claims 1-2. 4-9. 1 1-12. and 14 are no^ pending in this application. 
Applicant i^spectfully requests reconsideration of Ae pending claims in light the pr^ng 
amendments and the following remarks. 

Afrgtract 

The Applicant has amended the abstract to correct the informalities objected to by the 
Examiner. Accordingly. Applicant respectfully requests reconsideration and withdrawal of the 
objection. 

riaim Reiectinns tJndcr 3 S OAC. S112 

Rf- jt^ctinn uf^ ^^ er 3S U.S.C &1 12. Second Paragraph 

Claims 4 and 5 were rejected under 35 U.S.C. § 1 12. second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Specifically, the Examiner cites insufficient antecedent basis 
for the limitation "said religious sacrament." 

Applicant has amended claim 4 to correct this deficiency, rendering claims 4 and 5 in 
condition for allowance. Accordingly, Applicant respectfully requests reconsideration and 
withdrawal of the rejection. 

rit>im Rejections Und ftr II.S.C. §102 

Claims 1. 2, 4, 6, 7, 9. 11 and 12 were rejected under 35 U.S.C. §l02(a) as being clearly 
anticipated by O'Callaghan (U.S. Patent No. 2.748,577) and as best understood in light of the 35 
U.S.C. §1 12 second paragraph ejection above. AppJicant respectfiiUy traverses the rejection. 
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Independent claims 1, 6. and 1 1 have been amended to moie clearly articulate certain 
aspects of the invention. Particularly, claims 1, 6. and 11 have been amended to include the 
limitadons of now canceled claims 3, 10. and 13. respectively. As such, independent claims 1. 6. 
and 11 now include the limitation of the cloth being made of wool, which as the Examiner has 
noted on page 4 of the Office Action, is not specifically stated in O'Callaghan and therefore does 
not anticipate the claims as amended. 

Accordingly, for at least the reasons set forth above, independent claims 1. 6, and 1 1. as 
amended, are in condition for allowance. For at least the same reasons, claims 2, 4. 7. 9 and 12. 
which depend ftom independent claims 1. 6. and U. are also m condition for allowance. 
Therefore. Applicant respectfully requests reconsideration and withdrawal of the rejection. 

rfaim Reiiscti nr.^ TTnder 3S USC S103 

Wf. j«^Tinn of f ^^aima li. 10. and 13 

Claims 3. 10 and 13 were rejected under 35 U.S.C. §l03(a) as being unpatentable over 
O'Callaghan. Applicant has canceled dependent claims 3, 10, and 13 and incorporated the 
subject matter into independent claims 1. 6. and 1 1. respectively. The rejection is respectfully 

traversed, 

TTie Examiner has rejected the limitation of wool in claims 3. 10, and 13. which is now . 
incorporated into independent claims 1, 6. and 11, respectively, as being obvious in view of 
O'Callaghan, yet, as the Examiner expressly acknowledges, O'Callaghan never specifically 
states that the brown cloth is, or can be. wool. Rirther, the Examiner states, that "[w]ool is an 
old and weU known material and to form the brown cloth of O'Callaghan from wool would be 
obvious and considered well within the level of skill of one in the art since it is merely a weU 
known equivalent." Applicant respectfully disagrees with the Examiner's position and submits 
that a rejection on this basis is improper. 

The Federal Circuit has stated that, 'The mere fact that the prior ait may be modified in 
the manner suggested by the Examiner does not make the modificaUon obvious unless the prior 
art suggested the desirability of the modification." In re Fritch, 972 F.2d 1260. 23 USPQ2d 
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1780. 1783-84 (Fed. Cir. 1992). "When the patented invention is made by combining known 
components to achieve a new system, the prior art must provide a suggestionor motivation to 
make such a combination." Heidelberger Druckmaschinen AG v. Hantscho Commercial Prods., 
Inc., 30 USPQ2d 1377. 1379-80 (Fed. Cir. 1994). 

In the present case. O'CaUaghan never mentions wool, or implies that wool is a possible 
alternative. O'CaUaghan merely discloses the use of a biown cloth. Applicant, however, claims a 
piece of wool cloth that can be made of various colors, depending on the reUgious preferences of 
the person wearing the scapular. (See the Specification, page 5, paragraph 19. lines 7-8). 

For at least these reasons. AppUcant submits that claims 1, 6, and 11. which incorporate 
the limitations of rejected and canceled claims 3, 10, and 13. are not obvious and allowable over 
the cited art. Accordingly, Applicant respectfully requests reconsideration and withdrawal of the 
• rejection. 

P,ft|ftntion Qf Claims 5. 8. and 14 

Claims 5, 8 and 14 were rejected under 35 U.S.C. § 103(a) as being unpatentable over 
O'CaUaghan in view of Heick (U.S. Patent No. 2,422,678). Applicant respectfully traverses the 
rejection. 

Claims 5, 8, and 14 depend ftom independent claims 1, 6. and 1 1, respectively, which 
AppKcant beUeves to be in condition for allowance. For at least this reason, claims 5, 8, and 14 

are also in condition for allowance. However. Applicant submits that dependent claims 5. 8, and 
14 define over the prior art references independently of their dependence firom base claims 1. 6. 
and 1 1, respectively. 

The Btaminer has rejected claims 5, 8. and 14 as being unpatentable over 
O'CaUaghan in view of Herck staling that, "O'CaUaghan discloses all the claimed features as 
discussed in the rejections above except for the pendants including an opening exposing the 
pieces of cloth from within the cavities. However, Herek discloses an open space (26) for 
exposing an object" (See the Office Action at page 4). The Federal Circuit has stated that, "The 
combination of elements from non-analogous sources, in a manner that reconstructs the 
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appUcanl's invention only with the benefit of hindsight, is insufficient to present a prima facia 
case of obviousness. There must be some reason, suggestion, or motivation found in the prior art 
whereby a person of ordinary sldU . . . would make the combination. That knowledge can not 
come from the applicant's invention itself" In re Oetiker, 977 R2d 1443, 24 USPQ2d 1443. 
1446 (Ped. Cir. 1992). 

Applicant submits that there is no reason, suggestion, or motivation to combine the non- 
analogous teachings of the scapular of O'Callaghan with the coin holder of Heick. The invention 
as claimed by Applicant was designed with a specific religious significance in mind. The 
opening, in particular, provides the necessary access that allows the wearer to be in contact with 
the wool cloth. This purpose and religious eignificance would not have been obvious in Ught of a 
piece of jewelry, which has an opening that holds a coin, as taught in Herck. The fact that both 
tiie claimed invention and O'Callaghan each have an opening does not make the combination as 

claimed obvious. 

Therefore, the Examiner has failed to establish a prima facia case of obviousness under 
35 U.S.C. §103. aaims 5, 8, and 14, for at least these reasons, are patentable. Accordingly. 
Applicant xespectfuUy requests reconsideration and witi^drawal of the rejection. 
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CONCLUSION 

In view of the above, each of the presently pending claims in this application is believed 
to be in condition for allowance. Accordingly, the Examiner is lespecifully requested to pass 
this application to issue. 

It is believed that any additional fees due with respect to this paper have already been 
identified in any transmittal accompanying this paper. However, if a fee is due, please charge 
our Deposit Account No. 18^13. under Order No. 66209-0001 from which the undersigned is 
authorized to draw. 

Dated: October 28, 2004 Respectfully submitted. 





James PvjKamp. HMistraiion No.: 41,882 
RADER/&SHN4AN & GRAUER PLLC 
39533 W<wdward Avenue 
Suite 140 

Bloomficld Hills. Michigan 48304 
(248) 594-0656 
Attorney for Applicant 
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